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1 . The instant application has been transferred to a new examiner, Examiner 
Margaret Moore. This Examiner has withdrawn the allowability of the pending claims in 
view of the following new grounds for rejection. The Examiner apologizes for this 
unintentional delay in prosecution. 

2. Claims 8 and 13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 8, the breadth of the claim is unclear. Applicants first limit the aliphatic 
epoxy resin to the formula shown on the bottom of page 2 of the newly submitted claims 
but then limit the aliphatic epoxy resin to the formula shown at the end of the claim. 
This confuses the breadth. 

For both claims 8 and 13, please note that in the aliphatic epoxy resin fonnula 
the group -CH2H5 is structurally incorrect. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Foscante et al. in view of Plueddemann. 

Foscante et al. teach a polymer composition containing an epoxy resin and a 
epoxy silane. Note that column 4, lines 36 and on, describe the epoxy resin and 
incorporates by reference the teachings in Wagner. Wagner teaches on column 3, lines 
35 and 36, that the epoxy resin can be non-aromatic and thus the epoxy resins In 
Foscante et al. can, also, be non-aromatic. Column 6 in Foscante et al. teach adding 
an epoxy silane or an amino silane to the epoxy resin. 
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Particular attention is drawn to Examples 3A and 4A. These differ from the 
instant claim in two ways, 1 ) they use an aromatic epoxy resin and 2) the contain an 
aminosilane rather than an epoxy silane. Note that these examples use the sllanes in 
combination with a silicone resin meeting claimed component 11) to obtain the siloxane 
network. 

With regard to the first difference, as noted above, Foscante et al. specifically 
teach that non-aromatic epoxy resins can be used in the alternative to aromatic epoxy 
resins. As such this difference would have been obvious to the skilled artisan. 

With regard to the second difference, as also note above, Foscante et al. also 
teach the alternative use of amino and epoxy silanes in as a means of obtaining a 
siloxane backbone. As such this difference would also have been obvious to the skilled 
artisan. 

With regard to the specific epoxy silane selection required by claim 14, the 
Examiner notes that column 6, line 13, provides only a general teaching of a silane 
structure. One having ordinary skill in the art would have been motivated to look to 
analogous or comparable arts in an effort to determine a specific silane suitable for use 
in the composition of Foscante et al. With this in mind, note that Plueddemann was 
relied upon in the examination of Foscante et al. (it is cited on the front page of the 
patent). The skilled artisan, looking to detennine operable epoxy silanes meeting the 
formula in Foscante et al., would have been motivated to turn to references that were 
considered pertinent in the examination of Foscante et al. and thus would have been 
motivated to turn to the teachings of Plueddemann to this extent. 

Plueddemann teaches the epoxy silane Hi) as claimed. See the first A group on 
column 1 , line 60. 

Thus one having ordinary skill in the art would have been motivated to select the 
epoxy silane in Plueddemann as the epoxy silane to be used in Foscante et al. In this 
manner the instant claim Is obvious over this combination of references. 

5. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hoehn 
et al. In view of Plueddemann. 
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Hoehn et al. teach a resin of an epoxysiloxane and an epoxy resin. The epoxy 
resin is the reaction product between a silanol terminal siloxane and an epoxy silane. 
See column 2, lines 40 to 55 (while the fomnula (1) is structurally incorrect, a proper 
structure can be found in the claims of Hoehn et al.). Note that the epoxysilane can 
have an epoxycycloalkyi group. The siloxane of formula (2) corresponds to the claimed 
polysiloxane ii). 

Please note for instance the resin taught in Example 1 . An epoxysilane and a 
polysiloxane are first reacted, followed by admixture with a cycloaliphatic epoxy resin. 
The Examiner notes that nothing in the instant claims excludes components ii) and ill) 
from being reacted first before mixing with i). Such a composition will contain each of i) 
to iii), simply added and reacted in a particular order. 

Thus the siloxane modified resin prepared in column 4 differs from that claimed 
only in that it uses a different epoxy silane than that claimed. As noted previously, 
though, Hoehn et al. teach a silane in which the epoxy is an epoxycycloalkyi group. 

With this in mind, one having ordinary skill in the art would have been motivated 
to turn that which is known in the art, i.e. to turn to other prior art references, to establish 
the actual structure of an epoxycycloalkylsilane. 

Plueddemann teaches epoxycycloalkylsilanes on column 1, line 60. It is taught 
as an operable epoxysilane for use in coatings, laminates and as intermediates and is 
shown as an alternative to that which is used in the working examples of Hoehn et al. 
One having ordinary skill in the art would have been motivated to select such a known 
silane as the epoxycycloalkylsilane in Hoehn et al. and as such would have found the 
instant claim to have been obvious. 

6. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gasmena in view of Plueddemann. 

Gasmena teaches a coating composition containing an epoxy silane, an epoxy 
resin and a siloxane. See for instance column 3, lines 20 and on. The siloxane shown 
on column 4 meets claimed component ii). Column 6, line 24, teaches aliphatic epoxy 
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resins meeting claimed component i). The epoxysilane shown on column 3 differs from 
that claimed. 

As noted previously, Plueddemann teaches both the silane found in claim 14 and 
the silane found in Gasmena. See column 1 , lines 55 to 70. These silanes are used in 
the preparation of coating compositions, laminates and as intermediates in the prepara- 
tion of other organosilicon materials. In this manner Plueddemann indicate that these 
silanes are considered to be equivalents for such utilities. 

It is prima facie obvious to substitute equivalents, motivated by the reasonable 
expectation that the respective species will behave in a comparable manner or give 
comparable results in comparable circumstances. Note that the express suggestion to 
substitute one equivalent for another need not be present to render the substitution 
obvious. 

As such one having ordinary skill in the art would have found the use of a cyclo- 
aliphatic epoxy silane such as that claimed in place of the glycidyloxy functional silane 
found in Gasmena to have been obvious, with a reasonable expectation of obtaining 
comparable or equivalent results. As such claim 14 is rendered obvious. 

7. The Examiner apologizes for the multiple rejections over different prior art 
references made above. Such rejections are deemed to be necessary, though, since 
each position of obviousness relies on different rationale. 

8. The Examiner notes that claim 14 uses the phrase "consisting essentially of 
which limits the scope of a claim to the specified materials or steps "and those that do 
not materially affect the basic and novel characteristic(s)" of the claimed invention. The 
burden is upon applicants to establish any components that could be found in the prior 
art which materially affect the basic and novel characteristics of the claimed invention. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
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272- 1090. The examiner can nomnally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571 ) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA 
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